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DETAILED ACTION 

Claims 1, 2, 4, 6-32, 36, 37, 39, 63 and 65-81 are 
pending in the application. 

Election/Restrictions 

Applicant's election with traverse of Group III 
(claims 1-45) , and the species of Example 146 found on 
pages 185-186 of the instant specification (reproduced 
below), in the reply filed on October 27, 2006 was 
acknowledged in a previous Office Action. 



Example 146 




4-(4-{2-[4<2,4-Dichtor^ (2S)-2- 
[(trans-4-ethyl-Gyclohexanecarbonyl)-amino]-ethyl}-phenoxymethyl)-benzoic acid 
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The claims within elected Group III and the IDS 
were examined to the extent that they are readable on 
the elected species of Example 146. Since no prior art 
was found on the elected species, the examination was 
expanded within elected Group III until art was found, 
in which case, the examination stopped and art was 
applied against the claims. Note, M.P.E.P. § 803.02. 
The subject matter of the expanded search (inclusive of 
the elected species of Example 146) is as follows: 

W is N (R 4 ) ; 

X is -C (0) -; 

Ar x is an optionally substituted phenyl; 

Ar 2 is an optionally substituted phenylene; and 

all other variables are as defined. 

The claims that are embraced by the subject matter of 
the expanded search are claims 1-45. The requirement 
was deemed proper and therefore made FINAL in the 
previous Office Action. 
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The above indicated expanded search has not been 
further expanded as a result of the filing of the 
Amendment September 18, 2008. 

Subject matter not embraced by the above indicated 
expanded search is withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to a 
nonelected invention ( s ) , there being no allowable 
generic or linking claim. Applicant timely traversed 
the restriction (election) requirement in the reply 
filed on October 27, 2006. 

Upon reconsideration, the objection of claims 63-81 
has been withdrawn. Additionally, upon reconsideration 
and Applicant's arguments, the rejection of claim 30 
under 35 USC 112, first paragraph has also been 
withdrawn. Therefore, arguments pertaining to the 
objection and the rejection will not be addressed. 
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Claim Rejections - 35 USC § 112 

The following is a quotation of the second 
paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claims 1, 2, 4, 6-32, 36, 37, 39, 63 and 65-81 are 
rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out 
and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 1, under the definition of R 4 , an "or" is 
needed before the last substituent listed for proper 
Markush language format. 

In claim 1, under the definition of G, an "or" is 
needed before the last substituent listed for proper 
Markush language format. 

In claim 2, under the definition of R 4 , an "or" is 
needed before the last substituent listed for proper 
Markush language format. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) 
which forms the basis for all obviousness rejections 
set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 2, 6-32, 36, 37, 39, 63 and 66-81 are 
rejected under 35 U.S.C. 103(a) as being unpatentable 
over Thurieau et al. {WO 2002/10140} and Thurieau et 
al . {WO 99/64401}, each taken alone or in combination 
with each other when similar utilities are asserted. 
Determination of the scope and content of the prior art (MPEP 
§2141.01) 

Applicant claims imidazole compounds. Thurieau et 
al. U40 (pages 2-6, 20, 21, 23-25, 39-41 and 56-58; 
and especially Examples 32-34 on page 155; Example 47 
on page 134) and Thurieau et al . *401 (pages 2-7, 20, 
21 and 24-26, 39-41 and 56-58; and especially Example 
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33 on page 133) each teach imidazole compounds that are 
structurally similar to the instant claimed compounds. 

Ascertainment of the difference between the prior art and the claims 
(MPEP §2141.02) 

The difference between the compounds of the prior 
art and the compounds instantly claimed is that the 
instant claimed compounds are generically described in 
the prior art. 

Finding of prima facie obviousness- -rational and motivation (MPEP 
§2142-2413) 

The indiscriminate selection of "some" among "many" 
is prima facie obvious, In re Lemin , 141 USPQ 814 
(1964). The motivation to make the claimed compounds 
derives from the expectation that structurally similar 
compounds would possess similar activity (e.g., an 
anti-inflammatory) . 

One skilled in the art would thus be motivated to 
prepare products embraced by the prior art to arrive at 
the instant claimed products with the expectation of 
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obtaining additional beneficial products which would be 
useful in treating, for example, inflammation. The 
instant claimed invention would have been suggested to 
one skilled in the art and therefore, the instant 
claimed invention would have been obvious to one 
skilled in the art. 

Response to Arguments 

Applicant's arguments filed September 18, 2008 have 
been fully considered. Applicant argues that 
independent claim 1, as amended by incorporating the 
limitations of instant claim 4 into claim 1, is not 
obvious over either Thurieau et al . reference since 
there is no overlap between the instant claimed and the 
genera disclosed in the Thurieau et al . references. 

In response, it is disagreed that an overlap 
between the instant claimed invention and the Thurieau 
et al . references does not exist. Firstly, although 
the scope of instant claim 1 has been narrowed, the 
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scope of the R 4 variable in instant claim 1 is not the 
same scope as that found in instant claim 4 . For 
example, R 4 in instant claim 1 can represent an alkyl. 
Secondly, the definition of "alkyl" is found on page 
82, lines 10-20 of the instant specification 
(reproduced below) . 

10 As used herein, the term "alkyl" refers to a straight or branched chain 

hydrocarbon having from one to ten carbon atoms, optionally substituted with 
substituents selected from the group consisting of lower alkyl, lower alkoxy, lower 
alkylsulfanyl, lower alkylsulfenyl, lower alkylsulfonyl, oxo, hydroxy, mercapto, amino 
optionally substituted by alkyl, carboxy, carbamoyl optionally substituted by alkyl, 

15 aminosulfonyl optionally substituted by alkyl, silyloxy optionally substituted by alkoxy, 
alkyl, or aryl, silyl optionally substituted by alkoxy, alkyl, or aryl, nitro, cyano, halogen, or 
lower perfluoroalkyl, multiple degrees of substitution being allowed. Such an "alkyl" 
group may containing one or more O, S, S(O), or S(0) 2 atoms. Examples of "alkyl" as 
used herein include, but are not limited to, methyl, n-butyl, t-butyl, n-pentyl, isobutyi, and 

20 isopropyl, and the like. 

Note, per Applicant's definition, "alkyl" embraces an 
unsubstituted alkyl or substituted with substituents 
such as oxo or lower alkoxy. See in Thurieau et al . 
^140, for example, Compound 47 on page 134 and Compound 
32 on page 155. The table below shows how the instant 
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claimed compounds are taught in, for example, Thurieau 



et al. '140. 



Applicant' s compound 


Thurieau et al . '140 


W is -N (R 4 ) - 

wherein R4 is alkyl 


R 1 is -(CHsJm-Z 1 wherei] m 
is zero and Z 1 is an 
optionally substituted 
(C1-C12) alkyl 


a is one; 
b is one; 
Ar 2 is phenyl; 
Li is -0-; and 
T is alkyl 


R 3 is - (CH 2 ) m -E- (CH 2 ) m -Z 2 

Wherein m is 1, E is a 
bond, m is zero and Z 2 is 
an optionally substituted 
phenyl 

See page 5, lines 21-27 
wherein an alkoxy group is 
listed as a substituen- 


A is hydrogen 


bond is absent 


"D _ -| q \7r\ yr\ prp n 
x%3 10 iiyLLiuycii 

X is -C (0) -; and 
R 2 is -J-alkyl 

wherein J is -0- 


"R^ 1 q In \7 r\ ~r r\ rr^ n ■ 
XV _L 0 1 1 _y U.-L LJy tr.ll f 

R 4 is -C(=Y)-X 2 whereir Y 
is 0; and 

X 2 is - (CH 2 ) m -Y' -X 3 wherein 
m is zero, Y' is 0 and X 3 
is an optionally 
substituted (C1-C12) alkyl 


Ar! is phenyl 
Ri is hydrogen 


R 5 is an optionally 

substituted aryl(i.e. 
phenyl) 

R 6 is hydrogen 



Therefore, there is an overlap between the instant 



claimed compounds and the compounds of each of the 
Thurieau et al . references. The rejection is deemed 
proper and therefore, the rejection is maintained. 
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Allowable Subject Matter 

The elected species of Example 146, found on pages 
185-186 of the instant specification, is allowable over 
the art of record. 



Conclusion 

Applicant's amendment necessitated the new 
ground(s) of rejection presented in this Office action. 
Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a) . Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a) . 

A shortened statutory period for reply to this 
final action is set to expire THREE MONTHS from the 
mailing date of this action. In the event a first 
reply is filed within TWO MONTHS of the mailing date of 
this final action and the advisory action is not mailed 
until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, 
and any extension fee pursuant to 37 CFR 1.136(a) will 
be calculated from the mailing date of the advisory 
action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the 
date of this final action. 

This application contains subject matter drawn to 
inventions nonelected (see above indicated expanded 
search) with traverse in the reply filed on 
October 27, 2006. A complete reply to the final 
rejection must include cancellation of nonelected 
claims or other appropriate action (37 CFR 1.144) See 
MPEP § 821.01. 

Any inquiry concerning this communication or 
earlier communications from the examiner should be 
directed to Laura L. Stockton whose telephone number is 
(571) 272-0710. The examiner can normally be reached 
on Monday-Friday from 6:15 am to 2:45 pm. If the 
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examiner is out of the Office, the examiner's 
supervisor, Joseph McKane, can be reached on 
(571) 272-0699. 

Information regarding the status of an application 
may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for 
published applications may be obtained from either 
Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have 
guestions on access to the Private PAIR system, contact 
the Electronic Business Center (EBC) at 866-217-9197 
(toll-free) . If you would like assistance from a USPTO 
Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 

The Official fax phone number for the organization 
where this application or proceeding is assigned is 
(571) 273-8300. 



/Laura L. Stockton/ 
Laura L. Stockton 
Primary Examiner 
Art Unit 1626, Group 1620 
Technology Center 1600 
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